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(3) Final payment under this contract shall 
not be made before the Contractor delivers 
to the Patent Counsel all disclosures of sub-
ject inventions required by paragraph (c)(1) 
of this clause, an acceptable final report pur-
suant to paragraph (f)(7)(ii) of this clause, 
and all past due confirmatory instruments, 
and the Patent Counsel has issued a patent 
clearance certification to the Contracting 
Officer. 

(19) Add paragraphs (p), (q), (r), and (s) as 
follows: 

(p) Waiver Terminations. 
Any waiver granted to the Contractor au-

thorizing the use of this clause (including 
any retention of rights pursuant thereto by 
the Contractor under paragraph (b) of this 
clause) may be terminated at the discretion 
of the Secretary or his designee in whole or 
in part, if the request for waiver by the Con-
tractor is found to contain false material 
statements or nondisclosure of material 
facts, and such were specifically relied upon 
by DOE in reaching the waiver determina-
tion. Prior to any such termination, the Con-
tractor will be given written notice stating 
the extent of such proposed termination and 
the reasons therefor, and a period of 30 days, 
or such longer period as the Secretary or his 
designee shall determine for good cause 
shown in writing, to show cause why the 
waiver of rights should not be so terminated. 
Any waiver termination shall be subject to 
the Contractor’s minimum license as pro-
vided in paragraph (e) of this clause. 

(q) Atomic Energy. 
No claim for pecuniary award or compensa-

tion under the provisions of the Atomic En-
ergy Act of 1954, as amended, shall be as-
serted by the Contractor or its employees 
with respect to any invention or discovery 
made or conceived in the course of or under 
this contract. 

(r) Publication. 
It is recognized that during the course of 

work under this contract, the Contractor or 
its employees may from time to time desire 
to release or publish information regarding 
scientific or technical developments con-
ceived or first actually reduced to practice 
in the course of or under this contract. In 
order that public disclosure of such informa-
tion will not adversely affect the patent in-
terests of DOE or the Contractor, approval 
for release of publication shall be secured 
from Patent Counsel prior to any such re-
lease or publication. In appropriate cir-
cumstances, and after consultation with the 
Contractor, Patent Counsel may waive the 
right of prepublication review. 

(s) Forfeiture of rights in unreported sub-
ject inventions. 

(1) The Contractor shall forfeit and assign 
to the Government, at the request of the 
Secretary of Energy or designee, all rights in 
any subject invention which the Contractor 

fails to report to Patent Counsel within six 
months after the time the Contractor: 

(i) Files or causes to be filed a United 
States or foreign patent application thereon; 
or 

(ii) Submits the final report required by 
paragraph (e)(2)(ii) of this clause, whichever 
is later. 

(2) However, the Contractor shall not for-
feit rights in a subject invention if, within 
the time specified in paragraph (m)(1) of this 
clause, the Contractor: 

(i) Prepares a written decision based upon 
a review of the record that the invention was 
neither conceived nor first actually reduced 
to practice in the course of or under the con-
tract and delivers the decision to Patent 
Counsel, with a copy to the Contracting Offi-
cer; or 

(ii) Contending that the subject invention 
is not a subject invention, the Contractor 
nevertheless discloses the subject invention 
and all facts pertinent to this contention to 
the Patent Counsel, with a copy to the Con-
tracting Officer, or 

(iii) Establishes that the failure to disclose 
did not result from the Contractor’s fault or 
negligence. 

(3) Pending written assignment of the pat-
ent application and patents on a subject in-
vention determined by the Contracting Offi-
cer to be forfeited (such determination to be 
a Final Decision under the Disputes clause of 
this contract), the Contractor shall be 
deemed to hold the invention and the patent 
applications and patents pertaining thereto 
in trust for the Government. The forfeiture 
provision of this paragraph shall be in addi-
tion to and shall not supersede any other 
rights and remedies which the Government 
may have with respect to subject inventions. 

§ 784.13 Effective dates. 
Waivers shall be effective on the fol-

lowing dates: 
(a) For advance waivers of identified 

inventions, i.e., inventions conceived 
prior to the effective date of the con-
tract, on the effective date of the con-
tract, even though the advance waiver 
may have been requested after that 
date; 

(b) For identified inventions under 
advance waivers, i.e., inventions con-
ceived or first actually reduced to 
practice after the effective date of the 
contract, on the date the invention is 
reported with the election to retain 
rights as to that invention; and 

(c) For waivers of identified inven-
tions (other than under an advance 
waiver), on the date of the letter from 
Patent Counsel notifying the requestor 
that the waiver has been granted. 

VerDate Nov<24>2008 09:39 Feb 04, 2009 Jkt 217033 PO 00000 Frm 00492 Fmt 8010 Sfmt 8010 Y:\SGML\217033.XXX 217033er
ow

e 
on

 P
R

O
D

1P
C

63
 w

ith
 C

F
R


